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ANNEX B 
UNITY OF INVENTION 

Parti 

Instruction* Concerning Unity of Invention 
fa) Unity of Invention. Rule 13-1 deals whbtberequ^ 

if all inventions arc so linked as to form a single general inventive concept, 
light of frc description and drawings (if any). 

P SETS «dSi?cStt Jmeant a claim which contains all the features of another claim and is 
t ™ 5 S Mother claim (the expression -category of d*2£*»<» 
SSSTS ' cL* according to the subject matter of me invention clamte4-for example, 
oroduct, process, use or apparatus or means, etc.). , , 

P ^ u the independent claims avoid the prior art and satisfy the retirement of umty of 
^ ? n Lh^ SS of unity arises in respect of any claims that depend on the independent 

the subcombination. miAftl4 ._ 
fii) If however, an independent claim does not avoid me prior art, then the question 

whether tbereTs STTrnventive link between all the claims dependent on that claim needs to -be 
conti^ " there is no link remaining, an objection of lack of unity fl ^<££^£ 

Sg^n^* assessment of the prior art) may be raised. Similar consideranons apply in the case 

may be reconsidered on the basis of the results of the search of the prior art. 

Ml Illustrations of Particular Situations. There are three particular situations for which the 
,J2 for S£ Sr mvention contained in Rule 13.2 is explained m greater deta* 

(i) combinations of different categories of claims; 

(ii) so-called "Marfcush practice"; and 

(iii) intermediate and final products. 

instances, interpretations of and not exceptions to the reqmrements of Rule 13.2. 

E^Je, to assist ,n understanding the interpretation on the three areas of special concern 
referred to in the preceding paragraph are set out below. 
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fc) Combinations of Different Categories of Claims- The method for detomunfl I unity of 
invention under Rule 13 shall be construed as permitting, in particular, .he inclusion of one of the 
Sllowfog combinations of chums of different categories in the same .ntemahonal application. 

m in addition to an independent claim for a given product, an independent claim for a 
process specially adapted for the manufacture of the said product, and an independent 
claim for a use of the said product, or 
(in in addition to an independent claim for a given process, an independent claim for an 

apparatus or means specifically designed for carrying out the said process, or 
(ml in addition to an independent claim for a given product, an independent claim for a 
nrocess specially adapted for the manufacture of the said product And an independent 
claim for an apparatus or means specifically designed for canymg out the said process, 

it being understood tbntaprocess is specially adapted te^™"^**^"*^^* 
Ignite in the product and that an apparatus or means is specifically designed for carrying out a 
P^stftt cSution over the priST rt of foe apparatus or means corresponds to the contribution 
the process makes over the prior art. 

Ttaus a process shall be considered to be specially adapted for the manufacture of aprodurtif 
the etafort 1 mncess Inherently results in the claimed product with the tecbmcal rclatansbm being 
^S%du« and claimed process. The ^ m not 

SSSed Stap^ *at the product could not also be manufactured by a different process. 

Also an apparatus or means shall be considered to be "specifically designed for carrying <™<"a 
eW prTcess if the contribution over the prior art of the apparatus or^ *» 

^^^SX^S^^S^^ ^apparatus or means could not be used for 
23^^SE%JT« mat me process could not be carried out using an alternate 
apparatus ot means* 

ffi "Markush Practice The situation involving foe sensed "Markush i^ctice" wbe^n a 
rinole claiTdefines alternatives (chemical or non-chemical) is also governed by Rule 135. In this 
smgle chart .defines «n ^ lahmcal intenelationship and the same or corresponding 

£2! Sc"V™ rSld in Rule 1*2. foU be considered to be met when the alternatives 

are of a similar nature. , . , «. . 

0) TVhen the Maricush grouping is for alternatives of enseal compounds, they shall be 
regarded as being of a Similar nature where the following criteria are fulfilled: 

(A) all alternatives have a common property or activity, and 

(B) (1) a common structure is present, i.e., a significant structural element is shared by 

all of the alternatives, or 
(B)(2) in casea where the common structure cannot be the unifying atari* aU 
alternatives belong to a recognized class of chemical compounds in the an to 
which the invention pertains. 

.... T „*, /wivmnl above the words "significant structural element is (shared by 

« f oie SL^Sffta SSSStSS compounds Zc a common chemical structure which 
ell of the al emauves rerer to m te compounds have in common only a small 

individual components linked together. .... . 

; /fviVBV21 above the words "recognized class of chemical compounds 
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(iv) The fact that foe alternatives of a Maricusb grouping «« be different* defied shall 
no,, taJl^ ToUd^ to te justification for a finding of a hu* of unity ^ 

M When dealing with alternatives, if it can he shown that at least one Martai^temahve 

raised. 

(g) Intermediate and Final Products. The situation involving intermediate and final products 

is also governed by Rule 13.2. 

<fl The term "intennediate" is intended to mean intermediate or starting products. Such 
products bSe^aSy to be used to produce final products through a physical or cbemic* change 

in which the intermediate loses its identity. .. . 

(ii) Unity of invention shall be considered to be present to the context of intermediate and 
final products where the following two conditions are fulfilled: 

(A) the intermediate and final products have the same essential structural element, in 
that: 

(1) the basic chemical structures of the intermediate and the final products axe the 
same, or 

m ^ chemical structures of the two products are technically closely 
interrelated, the intermediate incorporating an essential structural element into 
the final product, and 

(Bi the intermediate and final products are technically interrelated, this meaning that 
W Z final product is manufactured directly from the intermediate or is separated 

fromTby a small number of intermediates all containing the same essential 

structural element. 

SmS^s Jfinal product or incorporates an essential element into the final product. 

JJTi, possible U, accept m a single international application differ^ intermediate 
produce 2d to JSS processes for the proration of the final product, provided that they have 
the same essential structural element. ,„j:_„ «v™ 

(y) The intermediate and final products shall not be separated, in the process leading from 
one to the other, by an intermediate which is not new. . 

fvfl If «he same international application claims different intermediates for *flfawt 
snucmral paiof the final product, unity shall not he regarded as bemg present between the 

intermediate ^ finft , proAlcts „ fellies of compounds, each intermediate 

products so that the two families need not be absolutely congruent. 

(hi As lone as unity of invention can be recognized applying the above mtemretanon^e fact 
ft*. ta£ 12 SiHW to be used to produce final products, the intermediates also exhibit other 
possible effects or activities shall not affect the decision on unity of invention. 

«\ Rule 13 3 reouires that the determination of the existence of unity of invention be made 
without mgaU to wS5 *e inventions are cleunen in separate claims or as alternatives within a 
single claim. 
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... Hl . - ^ not imended to constitute an encouragement to the. use of alternatives within a 
™' Ru l e 13 3 does not prevent an International Searching or Preliminary Examining Authority or 
Authority or Office. 

Parti 

Examples Concerning Unity of Invention 

The application of the principles of unity of Mention is iUustrated by the following e^les for 
guidance in particular cases. 
1. Claims in Different Categories 
Example 1 

Claim 1: A method of manufacturing chemical substance X- 
Claim 2: Substance X. 

Claim 3: The use of substance X as an insecticide. 
Unity exists between claims 1, 2 and 3. Tbe special technical feature common to all the churns ,s 
substance X. 
Example 2 

Claim 1: A process of manufacture comprising steps A and B. 

Claim 2; Apparatus specifically designed for carrying out step A. 

Claim 3: Apparatus specifically designed for carrying out step B. 
Unitv exists between claims 1 and 2 or between claims 1 and 3. There is no unity between clatms 2 
2 sIScTtheteSfno common special technical feature between the two clam*. 

Example 3 . *«. • 

Claim 1- A process for painting an article in which the paint contain* a 

™bZ« X Suding the steps of atomizing the paint u«ng. ^ 
. ^statically charging the atomized paint using a novel electrode arrangement A 
and directing tbe paint to the article. 
Claim 2: A paint containing substance X. 
Claim 3. An apparatus including electrode arrangement A. 

electrode arrangement A, , - , 

However, unity is lacldng between claims 2 and 3 since there exists no common specral techtucal 
feature between them. 
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Example 4 

Claim U Use of a family of compounds X as insecticides. 

Claim 2: Compound X» belonging to family X. 
Provided X, has the insecticide activity and the special technical feature in claim 1 i» the insecticidal 
use, unity is present. 

Example 5 

Claim 1" A process for toting textiles comprising spraying the material wim a partcular 
coating composition under special conditions (e.g., as to temperature, irradiation). 

Claim 2; A textile material coated according to the process of claim 1 . 

Claim 3: A spraying machine for use in the process of claim 1 and ch^rized bya^w 
nozzle arrangement providing a better distribution of the composition being sprayed. 
The process according to claim 1 imparts unexpected properties to the product of claim 2. 
The special technical feature in claim 1 is the use of special process conditions t0 what 

Smade nectary by (he choice of the partial coating. Umty cxasts between dams X and 2. 
The spraying machine in claim 3 does not correspond to the above identified special technical feature. 
Unity does not exist between claim 3 and claims 1 and Z 

Example 6 

Claim 1 • A fuel bumei' with tangential fuel inlets into a mixing chamber. 

Claim 2. A process for making a feel burner including the step of forming tangential feel inlets 

into a mixing chamber. 
Claim 3: Aprocessforinakmgawelburoerincludingcastmg 

Claim 4- An apparatus for carrying out a process for making a fuel burner including feature X 

resulting in the formation of tangential fiie) inlets. 
Claims: An apparatus for carrying out a process for making a fuel burner including a 

protective housing B. 

Claim 6: A process of manufacturing carbon black including the step of tangentiajly 
introducing fuel into a mixing chamber of a fuel burner. 

noVXe the same or corresponding special technical feature as set forth m claims 1, 2, 4 and 6. 
Claims 3 and 5 would also laclc unity with one another. 

Example 7 . 
of 50 kg/mm squared. 

Claim2: A method of producing a ^^g^S^SSS. 
steel strip consisting essentially of, in percent by weignt. Ml ^.v-s v, 
Mo~)-2; and the balance Fe, comprising the steps of: 



PAGE 11/19 1 RCVDAT 6/16/2006 11:10:57 AM [Eastern Daylight Time] • SVRjUSPTO-EFXRF-5/22' DHIS:2738300 1 CSID:317 276 5172 ' DURATION (mm-ss):04-54 



LILLY PATENT DIVISION Fax:317-276-5172 Jun16 2006 11:13 P. 12 



13 

$-03/2001 (E) 

PCT Gazette- Section IV 30 August 2001 



hot rolling to a thickness between 2.0 and S.O mm; 

sealing the hot rolled strip at 800-1000 degrees C under substantially non- 
oxidizing conditions; 

cold rolling the strip to a thickness of between 0.5 and 2.0 mm; and final 
annealing the cold rolled strip at between 1 120 and 1200 degrees C for a penod 
of 2-S minutes. 

nnitv exists between woduct claim 1 and process claim2. The special technical feature in die product 
State ^SrUffSS** «^ * 50 kg/mm squared. The process 
^ndvoroduce "teAlc stainless steel strip with a 02% yield strength m _ excess of SOkg/mm 
Sxe » not apparent from me wording of claim 2, it is c early disclosed m *e 
%^^laid process neps are the special technical feature which correspond to die 

characteristics. 

H. Claims in the Sajne Category 

Example 8 

Claim 1 : Plug characterized by feature A- 

Cteiml: Socket chait^erizccl by corresponding feature A. 
Feature A is a special tecmlical feature which is included m both claims i and 2 and therefore unity is 
present. 

Example 9 

Claim 1: Transmitter provided with time axis expander for video.signals. 

Claim 2: Receiver provided with time axis compressor for video signals received. 

Claim3: Transmission equipment for video signals comprising a transmitter ™J 

time axis expander for video signals, and a receiver pnmded with time axis 

compressor for video signal6 received. 

would still be met in the absence of the combination claim (claim 3). 

Example 10 

Claim 1 ; Conveyor belt with feature A. 

Claim 2: Conveyor belt with feature B. 

Claim 3 : Conveyor belt with features A + B. 
PPAtnre A Is a soecial technical feature and feature 8. is another unrelated special technical feature. 

Example 11 

Oaim 1 : Control circuit A for a dx. motor. 

Claim 2 : Control circuit B for a d.c. motor. 

Claim 3 : An apparatus including a d.c. motor with control circuit A. 

Claim 4: An apparatus including a d.c. motor with control circuit B. 
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r^trol circuit A is a special technical feature and control circuit B is another unrelated 1 special 
SSS °™ claims land3or between claims 2 and 4, but not between 
claims 1 and 2 ox 3 and 4. 

Example 12 

Claim 1 : A display with features A + B. 

Claim 2: A display according to claim 1 witb additional feature C. 

Claim 3: A display with features A + B with additional feature D- 
Unity exists between claims 1, 2 and 3- The special technical feature commo* to all the claims is 
features A + B. 

Example 13 

Claim 1: Filament A for a lamp. 
Claim 2: Lamp B bavmg filament A- 

Claim 3: Searchlight provided with lamp B having filament A and a swivel arrangement C. 
Unity exists between claims 1,2 and 3, The special technical feature common to all the claims is the 
filament A. 

Example 14 

Claim 1 • A marking device for marking animals, comprising a disc-shaped clement with a stem 
Sct^S normally therefrom, the tip of which is designed to be dnven through *c 
SrfSe animal to be marked, and a securing disk element to be fastened to the 
protruding tip of the stem on the other 9ide of skin. 

Claim 2- An apparatus for applying the marking device of claim I, constructed I as a 
SeumScally aCtuateTgun for driving the stem of the disc-shaped element through 
L skin, and provided with a supporting surface adapted for takmg up a securing d,sc 
element, to be -placed at the other side of the body portion in question of the animal to 
be marked. 

The social technical feature in claim 1 is (be marking device having a disc-shaped element with a 
SmTd a ^TdSTemeirt to be fastened to the tip of Ac Stem. The corre^onding special 
S.S felre in claim 2 is the pneumatically actuated gun for drrvmg the r^rtong dev.ee and 
Sug a sipporting surface for the securing disc elernent Unity exists between cW 1 and2. 

Zxamph 15 

Claim 1 : Compound A. 

Claim 2: An insecticide composition comprising compound A and a carrier. 
Unity exists between claims 1 and 2. The special technical feature common to all the claims is 
compound A. 

Example. 16 

Claim l: An insecticide composition comprising compound A (consisting of at, a 2 .,.) and a 

carrier. 
Claim 2: Compound a w 

All compounds A are not claimed in the product claim 2 for «■"--"*< J-jS^ TZ^2 
memforinstance. There is nevertheless still unity between the snbjec matter of claims 1 and 2 
pdS a bSe Jiecticidal ac.ivity which is also the special technical feature for compound A m 
claim 1 . 
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Example 17 

Claim 1: Protein X 

Claim 2: DMA sequence encoding protein X. 
PimeuUm of the DtfA sequence m a host results in the production of a protein V^bich is deterjnincd 
S S protein and the DNA sequence exhibit conning special technical 
features* Unity between claims 1 and 2 is accepted. 

HI, Marknsn Practice 

Example 1 8^- common structure: 

Claim I : A compound of the formula: 



R 3 - 

R 4 



whereb R* is selected from the group consisung of phenyl, pyndy^ thuaoW 
ttS alkylthio, alkory and methyl; R J -R 4 a* methyl, benzyl or phenyl The 
^undlSe useful as phanpaceuticals for the purpose of enhanctngthe capamty of 
the blood to absorb oxygen, 
hi this case the indolyl moiety is the significant structural element which is shamd by 
St^S Sinc^all the claimed compounds are alleged to possess the same uub ty. umty ,s present. 

Example. 19— common structure: 

Claim 1 : A compound of the formula: 

r_N=C-CH^Z 

wherein R, is selected from the group consisting of phenyl, pyridyl, Mmbl 

oxvscn (O), sulftu- (S). immo (NH) and methylene (-CHr-). The compounds are 
alleged to be useful as pharmaceuticals for relieving lower back pain. 

some teaching of equivalence in the prior art. 
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Example 20 — common structure: 

Claim 1 : A compound of the formula: 



XR 1 



r~\_ 



wherein R l w methyl or phenyl, X and Z are selected from oxygen (O) and sulfur (S). 

The compounds are useful as pharmaceutical, and contain ^^^S^S 
providTgrater penetrability of mammalian tissue which fact mates the compounds useful as 
relievers for headaches and as topical ann-inflammatoiy agents. 

u»ity 9 absent some teaching of equivalence in the prior art. 
Example 21— common structure: 



1 £ I £ 10 

200 £ n+nxS 100 

SSSSS£i*^c^ -ctures of the -^J*^ J— — » * 
closely interrelated to one another. A grouping in one claim * therefore allowed. 

Example 22— common structure: 



It 



(poiyhexaroethy.encterephthalate) 
100 £ n5 50 



II 2 

c 

I 

H 




PAGE 15/19 ' RCVD AT 6/16/2006 11:10:57 AM pastern Daylight Time) * SVR:USPTO-EFXRF-5f22 * DNIS:273830D * CSID:317 276 5172* DURATION (mm-ss):04-54 



LILLY PATENT DIVISION Fax:317-276-5172 Jun 16 2006 11:14 P. 16 

17 

S-03/2001 (E) 

PCT Gazette - Section IV 30 August 2001 



58 



reduced number of free COOH radicals which cause thermal degradation. In contrast, the compqnnd 
obmnTd wSS ne the end COOH radical of known polyheaa^thyleneterepbtbalate with a 
obtained oy esieruyniB u» _ rH^fUO- moietv serves as a raw material for a semng 

vinyl compound containing a CH 2 - Cri-^-^u- nwreiy bCIVC » ™ 
resin when mixed with unsaturated monomer and cured (addition reaction). 

All esters covered by the claim do not have a property or activity in common. For exampie^he 
esterification with the «CH 2 = OT vinyl - = ddoes - a thermal 
degradation resistant property. The grouping in a single application is not allowed. 

Example 23— No common structure: 

Claim 1 • A herbicidal composition consisting essentially of an effective amount of the mixture 
^ ^Sotophenoty acetic acid) and B a second h«bi«de selected from 
i££5££i of copper Lfate, sodium chlorate, ammonium sutfemate sodium 
ticWoroacetate, dichloropropionic acid, S-ammo-a^cbloro-benzoic acid, 
SphSd (an amide), ioxynil (dtrile), dinoseb (phenol), triflurahn (dmilroanihne), 
BPTC (thiocarbamate) and simaane (triazine) along with an inert carrier or diluent 

The different components under B mus. be members of a recognized ^s of con^und^ 
Tne oinereni c . objection would be raised because the members of B are not 

^^ST^TJ,: fact, represent a plurality of classes which may be 
identified as follows: 

(a) inorganic salts: 
copper sulfate 
sodium chlorate 
aimnoniuro sulfonate 

(b) organic salts tricarboxylic acids: 

sodium tricbloroacetatt 
dichloropropionic acid 
S-^min^.S-dicbJorobenzoic acid 

(c) amides: 
diphenamid 

fit) nitriies: 

ioxynil 
(z) phenols: 

dinoseb 

(f) amines: 
tyifluralin 

(g) heterocyclic: 
sunazine 

Example 24 

Claim 1 • Catalyst for vapor phase oxidation of hydrocarbons, which consists of (X) or (X + a). 
In this example (X) oxidizes RCH, into RCH,OH and (X + a) oxidizes RCH, further into RCCOR 
Both catalysts share a common component and a common activity as oxidation ^^7^ 
(X /a) the oxidation is more complete and goes until the carboxyhc add is formed but the 
activity still remains the same. 
A Markush grouping is acceptable. 
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Example 25 
Claiifl I : 



KX 

N 



(intermediate) 



L 



Claim 2: 



1 




N 



O P 



(final product) 



O R 4 



The chemical structures of the intermediate end final product ere technically closely interrelated. The 
essential structural element incorporated into the final product is: 



N 




Therefore, unity exists between claims 1 and 2> 

Example 26 
Claim j: 




0) 



PAGE 17/' 
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Claim 2: 




CO) 



rm « aK an intermediate to make 0). The closure mechanism is one well known in the art 

9&ttZ£ZS£*~* & (final Produc) - » *=£SftJ?: 

cLiderabry compound (H) is an open ring precursor to compound (I). Both compounds share _ a 
ZSSZUl elemented, is the linkage conning the ^ P^^^ 
triazole ring. The chemical structures of the two compounds are therefore considered to be technically 
closely interrelated. 

The example therefore satisfies the requirement for unity of invention. 
Example 27 

Claim i: Amorphous polymer A (intermediate). 

Claim 2: Crystalline polymer A (final product), 
i *,u nan »d. a film of the amorphous polymer A is stretched to make it crystalline. Here unity 
^£^^*££&* fc-pScl relation in mat amorphous polymer A is used as a 
starting product to prepare crystalline polymer A. 

For purposes of further illustration, assume mat the polymer A In this example is P oly5sop«me. Here 
Z SZSS*. amorphous polyisoprene and the final product, crystalbne polyrtopnme have the 
same chemical strvcture- 



Example 28 
Claim ): 



Polymeric 
formula 



compound useful as fiber material identified by the following general 
[repeating unit (X)] 

I 



-0CH 2 CH;,0C- 
O 




c- 
o 



-OCH,CH a OH 



(1) 
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Claim 2' Compound identified by the following general formula: 
(useful as intermediate for polymeric compound J) 



H- 



-OCH z CH 2 OH 



(ID 



(primary condensation product) 

The two inventions are fa an intermediate and final product relationship. 
Substance (II) is a raw material for substance (1). 

Meanwhile, both compounds share an essential structural element (repeating ^^LS^ 
cSely interrelated. The intermediate and final products therefore sabsfy the reqmrements 

for unity. 
Example 29 

Claim I: Novel compound having structure A (Intermediate). 

Claim 2: Product prepared Try reacting A with a substance X (Final Product). 



Example 30 
Claim 1: 
Claim 2: 



Reaction product of A and B (Intermediate). 

Product prepared by reacting the reaction pro**t of A B ™* ^ h ^ ct& X 
and Y (Final Product). 

In examples 29 and 30 the chemical structure^) of «be intermediate and/or the final producl c is not 
v Tf„% Ac structure of the product of claim 2 (the final product) >s not known. In (30) the 
known. In (29) the smrcture o _ine px ^ ate) aIld claim 2 (the final product) are unknown. 

Umty exists it mere i ' * . d , Q the fotennediate. For example, the purpose 

product which is the mvennve f*™™™*™ modify certain properties of the final product. The 
for using the imcrmediates in (29) * "^SSlmSo wing I the effect of the intermediate on 

^SpX™ 
product relationship. 
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